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Application/Control Number: 09/479,467 

Art Unit: 1632 

DETAILED ACTION 
Election/Restrictions 

^cantse^^Mraverseo, 9^1,^3,3.5,7,3-11.15-17,21-22, 

• f r m. , n I mav be used for materially different 

fundion , ^»~»«- - nucleicaddsofGrouplma v 

be used hybridization protocols. Therefor , 

dis ,inC due to their divergent subject matter and are thus, sepa 



searched. 



.here^entisstindeernedproperandistherefore.ader.NAL. 
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Application/Control Number. 09/479,467 

Art Unit: 1632 

P,ease note that after a f,nal requirement for restncKon, the Applicants, in 
Co—nertoreview.ere^ent. Petition ma y .e deferred unti, after « 
^^^^^^^^^^ 

guested. (See § 1.181.). 

Claims 1-24 are pending, however, claims 2, 4, 6, 8, 12 14, 
43^8 50-73, T^Mnde^are^^fromfurtherconsiderationbyme 

having been traversed in Paper No. 12. 

Claim Objections 

Cairns a**-***. * -cause of thefoliowing informalities: claim 82 

correction is required. 

CM. sections - 35 USC S «* P"»"W* 

Tne following is a quotation of the first paragraph of 35 U S C. 112: 
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Application/Control Number: 09/479,467 
Art Unit: 1632 

under35US ' . uch a w as treasonably convey to one skilled in 

^1^ 

3. Claim 3 is d,rected to .he same ^ 

wi. naim 5 is directed to the same nucleic acra mo 
from a nematode. Claim a 7 

. ■ a piflims 1 0-1 1 are directed to tne same y 

- ^, M 7«««.---"-*- ^,,, * B^,,,,,l 

encoded gene. Cla,ms (o , 

: ^^^^^ ■ 

C-.2W-* ^^saredirectedtoatransoenicnematodecompr^ 
molecule of claim 1. Claims^ /o 
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AppKcatiortControl Number. 09/479,467 

MUnit1632 , • 2 e ' — — ' ma " y ' C ' aimS 
.hevectorofcla,m26,where,nt ^ 

^singt.esa.enuCeica.d^e. ssetforthin Se q ld 

, , aim 92 that encodes the sequence of ammo adds 
acid macule of cm 22 ^ factors 

^^^aredirectedtoamethodofdent^gQ 

that have been mutagen.zed. Claims 
LOV-1 transgenes mat nave u 

, .h» •written description' inqu.ry, whatever is 
P-Pose^ewnuen oesno( . dearty *w parsons of 

— ^^datllLThesp atisdaimed ,vas-Ca, 
ordinarysKilhri.haar.torecogri.zematlheors 

— ^r:^r— . 
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ArtU * 1632 ■ o h eno t ypeo,defeo ti ve m a,in 9b e h avior(pa rt cu,ar.yin 

^atedLOV-.geneexhWnaapheno^pe 

Saviors response and location of vulva), 
the male sensory behavrars resp nudelc 

LOV-1 , any gene that compns transgenic 
nematodesthatoompriseavectormatcomp , nucleotide 

. that ADDlicants had possession 
invention. The daimed invent as ^ ^ 

dat9 . possession may be sno^nW actual r 
^c^stlcscasitreiates ° 

persons.ledlnt.ea^ouldre^n.e, ,^ lnthe ins,an, 
irw ention. P fa ff ,We»sBec t ron,s, l nc.,4 8 US P Q2 



^ Page 7 

Application/Centro! Number: 09/479.467 

" U * 1632 „ a ,l species of nucleic acid molecu,es within 

"""^t ^: 0r nv~icne^e that co mpri sesanu.eic 
sequence set forth in Seq add 

, fnrt h in Sen Id 3 isolated from C. e/egans, nucle,c 
sequence setforth ,n Seq ^ ^ ft ^ 

enoode.heaminoacidsequencesse.fo^.nseq. 

„».«! LOV-1 gene exhibiting a phenotype of detect, 
lack awn<tendescnp*on.Thespe d 3 a „ int0 this ge nus when and 

constructed and used as cla.mea gs Qf 

^--^•^^^.a „ orcould 
produce an, relevant correlatable pheno yp ^ ^ - ^ 

setforthinseqldaorany 3 nucleic acid molecule or any nude, 

comprising a vector that compnses any Seq 
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09/479,467 

M U * 1632 tant LOV-1 protein, and therefore conception is no. 

^Cr^----" , - ,, * ,,,,,wd 

ilS9eFfereV - ri 1 BUSP0 2d1 o 1 e (F ea.c, 1 99 1 , 

chug ai Pharmace**/ Co. Ltd., v BaW , 30 

, Hirprted to mammalian ror * 
unpa ,enta bl edueto l acKo f .ittenaescnp,on f or, h at 

pr0 vided only the bovine sequence. ^ (d 3 . |S0 , ated 

O.S.C.^.-.P^ ^^^.attbe-endescnption 

• 1 1 s C §1 12 is severable trom 

provision of 35 U.&.^.s 

. 9 747 7 andB2^ a re rei ec»edunde r 35U.S.C.112,«rst 
Claims 27-32, 42^2, 49, 74-77, and a-w „,h* 
paragrap ,^use, he spec,,cation,-e b e,n g enab,,n g 
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^on/Con.CNu.ber. 09/479.467 
Ar t Unit: 1632 ting be havior 

■ r:tr-^— — — 

reasonably provide enablement for any ^ Qf „ 

it pertains, or with *ch i..s most nearly 

sector encodes a mutant proton me 

^enucleicao.dmolecu, ^^^^ 
^^matencodesttteseo^uence otam.no ^ , volved in pontic 

arodirectedtoamet^ot — ^ 9 ^^enesUtat 

nave been mutagenized. Clams 

Th e specimen d,sousses and factors 

stud y i n 9 t h ee,io,o g yo f polycystic W dneyd,seasean 



page 10 



Art Unit 1632 ^ Th9 specification 

— apheno* seepages61 ,, 

the iso,*n and character^ ^ ^ or 

animal which exposes (or overe specif ,ca«ion). 

^ea^ece.o.ivemawbeha n , only ^ such an anima, 

^ors^andioCon <£^ mm „~—* 
be usefui as a disease mode (for 9 ^ ^ t0 

^howfornaKeandusethe^rn ^ ode , for stu dyin 8 ^ efioW of 

p^Cionofanvtransgenicnemafodeforusea 



Page 11 



^on/ConUolNu.ber. 09/479,467 
Art Unit 1632 ^ , n me disease 

^^^^^^ 
pa * Way ' , -^d transgenic nematodes are not limited to 

expressiono.the.ransgenea.ale first paraora pn, entails tne 

tod aim b read,h,,hes«andardunder35U ^ sawtl0 , e . ,n 

determina.not^tne^sr^and^ ^ 

spec^onare^en^ 

broad es,reasona b ,einWe*n^ » ^ nematod e h a.n 9 cells 

^sgenicnematode^oserve^euansg 

fofar esul,in 9 c OT re l a,a b lep h enot y pe). 1 

.st.espe^on.ai.s.oprov.deanvre ne „, s „ wouM no, 

tran s g enicnematode, T,s . -use ^ ^ ^ ^ 

transgene would be expre 



Page 12 



Art Unit 1632 „, , tra nsgene as weU 

as w res** p h eno,ype - me «n 0 ^ whance , 

^nstanupedf^on,*.* phenotype . 
grov* mrmone (pages 276-277, 
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Art Ut* 1632 and sheep did not cause the same 

-^^^1^' — 

p^P^ec,. See.soE.erte. < ^ Me ^^ 

^■■fferpntlv from one species w 
construct may react very dflere* ^ ^ 

—sot— ^ ^.^^ 
mou se studies." See page 62, <W P that may 

---- 

^mepatternotgeneexpress, stroje K and Wagner 

C P Gmemyia.ion(pa g e549,co,umn2,3r ^ of expre ssion ot a transgene 

, ack o, guidanceintrtespe^onlo,^ — 
„ mat production, and therefore, 
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Art Unit: 1632 ^ , 0 determine the 

LO v-1 expressing a transgene enood,ng ^ ^ fadors 

jnv oivea in the disease pathway. ^ expressing . 

path.V,-.--.^- ^ fc ^n- 

oU n y a^«specie,itwo U .ohavero, „ exus can „e shown 

■ „ nff » LOV-1 transgene ana * 

be ,ween expression of over t „ e ^emc 

considered to be ,n aUowa ^ ^ ^ 

• » of the LOV-1 transgene must 
expression of the uu 



Page 15 



ArtU * 1632 21 22 25-32, ^.and^arereiectedunde^ 

0,^1,3.5,9-11. 15-17, • ilebeing ena b «n g for th e 

nucleotide sequence seUorth in Sec ed ^ any and ali 

personsWedinlhean^h,*. ^ daim s. 

With regard to claims, 1,3,5,9 , ^ ^ and a „ 

^anyandalimulantfo^sofSeci • omolo9S of Sec -d 3 .ro. Cher 
other nematode species. As sue , 
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and the 



WU * 1632 , .o.Sea.DS^o.herne^odespedes, 

^ureaso^eexpec^onofsu^s. 



. ■,suSC§m*"t"" a9 ' aP " 
C(a/ ra ReJec«<.ns-35USC5 8a11z 

, , h . second paragraph of 35 u.o. 

0A d12. second parage. - be, s me invert ion. 

prov.aaa^ara.oras^ng^ ^ o«-«- 

------ **7^ entlyd *e th e^— ' USn0t 

.ear.me^onassav-^no f ^ b ,« can . 

1. 
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MU * 1632 aoeVesentitthegenomeofanematode'does 
not convey a dear meanmg. «•"« 

-^^—■^ " 

lhe ir reason of "gone", since We ,s h ^ o( 

a „erna t ivespWnganduncerta,nt,e S su 

"e—- - refers ^r^red. -the.aimas 
^en.con^ngwUhrega^oea ^ example me phrase »a se,uence 

the nucleic acid molecule of cla.m 



The following 
form the basis 



Cam Rej««°» s " 35 USC § ' 02 c 102 tna t 

, aqu o,a,iono,t h eapP^epa f agrap h sc,3 5U .S.C. 



for the rejections under this section 



m ade in this Office action: 
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Art Unit: 1632 

sj-sssas— — sc l02(b)as 

Clams 1,3. 5, 7, 368- 32-38). 

^nematode. Claim 5 is directed ° ^ | se quence set forth in Seq C,aim7 
*»-»<«-*""»Z rJ-t.^a^oie.eis 

^dmoiecuieo^ml. CiaimslO-11 ' ^1* 

acid sequence ofthen s tha t comprise over 2.1 Mb 

^onetai.eachC.eieganscos , sequence 

*i tpach a cosmid, (see re» 
el e 8 ans g enome.W«sonetaUeach quence setforth in Seq W 3. 

— rrrr- 

Base pair differences at e»tn 



ArtU * 1632 rsW ^^«^ 3 " a ^ 
encompassed interns. ThU8 '* 

claim limitations. 

,«USC 103(a) «hich forms the basist 
Thef «isa q uo.ationo f 35U.S.C.^ 

obviousnessreiectio^^ 

sssssa-'— ,^««. 

•jr.rr.~- 
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an d . f ew -*« * renMS ^ . , . s for investi9 *n and that C. elegans 

.nSeoldS.Basepair nonces ate^e 
mad e, to use ft. teachings o. Hug* ^ ^ ^ m in the an 

animal model, pan,cularly C. e'eg 



above) 



a^oleispn-mafadeoWousinfteabsenoeo, 
^encetothecontrary. 
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^0^0,^^:09/479,467 

Art Unit: 1632 ^ ^ 49> 74 .77, and 82-84 are 

No claims are allowed. Claims 21- . ■ ^ ^ ^ ^ ^ of 

methods of using same transg 

.rare subject to other rejections, 
however, are suwj 
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Art Unit: 1632 communications from the 

* ^^ppter Paras, Jr., wnosew k 

— « — .^^aay-e.oto.so 

308-8340. Tfce examiner can normally be 

(Easte rn time). ^ unsuccessM , me examiner's 

Kattemp.storeacn.ne examiner by P ^ ^ ^ t0 Ws 

supervisor, Karen Hauda. can be reache a papersshou ,d be faxed via <ne 

«1«C* — I^totbestat.ottneapplica.onsno.dbe 

mquiries of a general nature 
airectedtoKayPinc.eywbosetelepnonenumberis.O, 



Peter Paras, Jr. 
Art Unit 1632 




